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" 7776 MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E Responsive to communication(s) filed on 10 September 2001 . 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3)n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

A)M Claim(s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) 9.11-13 and 17-29 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1,4, 6-8, 10/1 and 14-16 is/are rejected. 

7) 13 Claim(s) 2-5,8 and 10/2 is/are objected to. 

8) ^ Claim(s) 1-29 are subject to restriction and/or election requirement. 
Application Papers 

9) 13 The specification is objected to by the Examiner, 

10) 13 The drawing(s) filed on 14 July 2000 is/are: a)D accepted or b)|3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)P Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. , 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) K Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [Zl Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
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Application/Control Number: 09/616,592 Page 2 

Art Unit: 3762 

This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings will be required when the application is 
allowed. 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

The present status for the first application in the list of related cases must be 
given. Applicant must also provide the present status for all applications listed in the 
specification, for example, those on page 8. 

Applicant's election with traverse of the species of Figs. 3 and 7 in Paper No. 5 is 
acknowledged. The traversal is on the ground(s) that no undue burden is imposed by 
having to examine multiple species. This is not found persuasive because examination 
of many species and claims clearly imposes an undue burden in view of the present-day 
Office workload. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 9, 11-13 and 17-29 stand withdrawn from further consideration pursuant 
to 37 CFR 1.142(b), as being drawn to a nonelected species, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in Paper No. 5. 

Claim 8 is objected to under 37 CFR 1 .75 as being an exact duplicate of claim 4. 
When two claims in an application are duplicates or else are so close in content that 
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they both cover the same thing, despite a slight difference in wording, it is proper after 

allowing one claim to object to the other as being a substantial duplicate of the allowed 

claim. See MPEP § 706.03(k). Here, claim 8 defines the component of parent claim 6 

as an electrode which is the same structure covered by claim 4, since both claim 4 and 

claim 6 derive their structure from claim 1, 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg, Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467. 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 61 9 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claim 7 is rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claim 1 of prior U.S. Patent No. 6,061,598 and claim 1 of U.S. Patent No. 6,119,042. 
This is a double patenting rejection. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 1, 4, 6, 8 and 10/1 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Bentov, cited here and in the other applications in this series. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bentov for the reasons set forth above in view of Dahl et al. The claims define over 
Bentov only in the construction of the stranded wire. Since Dahl et al show a seven- 
strand wire of the l\/IP35N alloy to be conventional pacer lead construction, it would be 
obvious to one of ordinary skill in the art at the time of the invention to employ such 
stranded alloy construction for its well-known flexibility and fatigue-resisting properties in 
implantable lead construction. 

Claims 2-3, 5 and 10/2 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication should be directed to William E. 
Kamm at telephone number 703-308-2994. 

Technology Center 3700 fax number is 703-305-3560. 




William E. Kamm 
Primary Examiner 
Art Unit 3762 



Wek 



10/10/01 




Attachment for PTO-948 (Ron . 03/01, or earlier) 

6/ 1 8/0 1 

The below text replaces the pre-printed text under the heading, 
'information on How to Effect Drawing Changes/' on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO tFFEC T DRAW INC ( H WGtS 



I. Correction of Informalities - 37 CFR 1.85 

New corrected drawings must be filed with ihe chariLies incorporaicd therein 
Identifying indicia, ifprovided, should include (he title ot the invention, 
inventor's name, and application number, or docket number (il any) it' an 
application number has not been assigned lo the application Ifthis information is 
provided, it must be placed on the from of each sheet and centered wuhm the top 
margin If corrected drawmgs are required in a Nonce of Allowabiliiy (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shonened 
statutory period set for reply in the Notice of Allowability Extensions of time 
may NOT be obtained under the provisions of 37 CFR I 1 36(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draft sperson 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than iniormaimes noveo by the Draiisperson, 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the applicaiion will be 
allowed. No changes will be permitted to be made other than correction ot 
informalities, unless the examiner has approved the proposed changes 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
time oeriod set m the attached Office communication See 37 CFR 
1.85(a) 



Failure to take corrective action within the set period will result in 
ABANDONMENT of the application 



